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I.

THE BASIC ISSUE ON THIS APPEAL.

The first and basic question here presented is the fol-

lowing :

1. Does a fictional myster}^ writer who grants the

rights in various fields as to one story, in an agree-

ment silent as to character or sequel rights, thereby

debar himself from the use in later stories in the

same fields of named characters originating in such

story ?
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The District Court gave a negative answer to this

question by upholding the right of the defendant-appellee,

the author Dashiell Hammett, to the use of his named

characters in such later stories.

For convenience we shall hereinafter also refer to this

right to the use of named characters in undetermined mul-

tiple works as "character rights."

II.

THE THREE FURTHER SUBSIDIARY
QUESTIONS.

The Court below also answered in favor of the various

defendant-appellees the three further following subsidiary

questions presented by appellant as its propositions of

argument (Br. pp. 9, 15, 49):

2. If the author was entitled to the character rights,

did he along with the other appellees infringe any

copyright of appellant Warner by authorizing the

use by the other appellees of his named characters

in the radio series broadcast as "The Adventures

of Sam Spade"?

3. If the author was entitled to the character rights,

did he along with the other appellees commit unfair

competition as to appellant Warner as a result of

such radio use of his named characters, because

there were program acknowledgments or passing

references to the original story or to the author as

the creator of the central named character?

4. If the author was entitled to the character rights,

was the declaratory judgment proper?

Our numbered points will also correspond to the four

numbered questions in that order.
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III.

STATEMENT OF THE CASE.

To keep in mind the essential facts in this case we

simplify and supplement appellants' recital in their State-

ment of the Case as follows

:

The appellee, Dashiell Hammett, is an author of de-

tective and mystery stories who wrote the detective story

involved herein, "The Maltese Falcon," some time in 1929.

Later in that same year he had this story published serial-

ly in separate monthly magazine installments, each sepa-

rately copyrighted by the magazine publisher. Prior to

the writing of that story or on March 29, 1928, he had

entered into a contract with the book publisher Knopf

relating to another detective work of his, entitled ''Red

Harvest," pursuant to which Knopf would and did ac-

quire the same rights in the later work "The Maltese Fal-

con," as it had acquired for "Red Harvest," those rights

being expressly limited to "those rights comprised in the

copyright to the said work" which were therein "speci-

fically granted" to Knopf [Ex. 33, Third (C) ; Tr. p.

491].

Following this first serial publication and prior to the

Warner agreement of June 23, 1930 [Tr. p. 37], Knopf

received from the magazine publisher an assignment of

the magazine copyrights on "The Maltese Falcon" and

published and copyrighted the work in book form. The

work was a success and Hammett's fame as a detective

author grew [Tr. pp. 184-186, 474-481]. This was the



first of the author's four published stories in which his

fictional detective character, Sam Spade, appeared. None

of the three later stories published after this Warner

agreement were ever sold to or used by Warner. His

later three Sam Spade stories, one containing "Spade"

in its title, first appeared in magazines commencing in

1932. Besides the leading detective character named Sam

Spade, there also appeared by name in these stories some

of the other characters found in "The Maltese Falcon."

Commencing in 1944 these three stories were published

in a collection entitled "The Adventures of Sam Spade

and Other Stories by Dashiell Hammett" which was pub-

lished in several editions, with numerous reprintings

[Tr. pp. 107, 208-212, 453, 458, 520; Ex. D].

In utilizing Sam Spade as the central detective figure

in successive different detective stories the author was

following a well-known custom of long standing in the

detective story writing field. Long prior to the advent

of motion pictures and for well onto a century numerous

leading detective story writers followed that practice as

did Sir Arthur Conan Doyle in relation to his fictitious

detective "Sherlock Holmes" [Tr. pp. 216, 219, 222-225].

The pivotal contract in this case, the 1930 agreement

between Warner the motion picture company as "Pur-

chaser" on the one hand and Knopf the book publisher

and Hammett the author on the other as "Owners" [Tr.

p. 37] was drawn by Warner, a wide and experienced

user and dealer in literary properties and provided for its

interpretation according to New York law [Tr. p. 49].
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That agreement is conspicuously silent about and shows

no sale, grant or disposal concerning name, sequel or

continuation rights in relation to Sam Spade or other

characters. In fact, that name is nowhere mentioned in

the agreement; nor is there any covenant or restriction

relating to the author's writing of any other stories using

any of the characters in "The Maltese Falcon." On its

face, that agreement at most purports to transfer for a

consideration of $8,500.00 motion picture, radio and

television rights in "The Maltese Falcon."

After the execution of this 1930 agreement Warner

produced and distributed three motion pictures based upon

"The Maltese Falcon," none of them bearing a title con-

taining the name "Sam Spade." The first and third of

these, produced in 1931 and 1941 respectively, were en-

titled "The Maltese Falcon," but the second, produced in

1936, bore the title of "Satan Met A Lady," and con-

tained no character named Sam Spade therein [Tr. p.

107].

On May 15, 1946, the author granted an authorization

to certain of the appellees herein for the use in radio

and other media of the character Sam Spade and the title

"The Adventures of Sam Spade." Thereafter commenc-

ing in July, 1946, and almost continually to 1950, weekly

transcontinental broadcasts entitled "The Adventures of

Sam Spade" ensued. These radio programs were writ-

ten, produced, broadcast and sponsored by the other ap-

pellees [Tr. pp. 103, 109, 454-456], The author received

four hundred ($400.00) dollars for each weekly broad-



cast. The radio series reached vast, nation-wide radio

audiences, was extensively and regularly advertised and

promoted, was highly popular and received a number

of radio mystery program awards [Tr. pp. 512-515; Ex.

SS]. One program "The Kandy Tooth" was repeated

on another weekly radio series known as ''Suspense"

[Tr. pp. 109, 445, 446, 457].

Notice of claim by Warner was not given herein until

early in 1948 and this suit was not brought until May

28, 1948, or until almost two years after the commence-

ment of these trancontinental broadcasts.

Although Knopf was aware of the later Sam Spade

stories it has never protested concerning them [Tr. p.

501]; nor has Warner [Tr. p. 103]. Nor has Knopf

ever protested concerning the radio series. Knopf is a

formal party only in this action, makes no claim and has

no beneficial interest in the Warner claim [Tr. p. 7].

In the determination below, the Court did not find it

necessary to pass upon the appellees' defenses of laches

and estoppel inasmuch as it was deciding upon the merits

for the appellees. In granting the author the declaratory

relief sought, the District Court confirmed the author's

right to the use of his characters in stories other than

"The Maltese Falcon."
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IV.

ARGUMENT.

POINT I.

Hammett as the Author of the Sam Spade Stories

Was Originally Invested With the Character

Rights in Issue. Neither Before nor by the 1930

Contract Was He Divested of Such Rights.

1. Character Rights Arise in the First Instance at Common
Law in Favor of the Author or Creator as an Incident

to Authorship or Creation, Are Protectible Under the

Doctrine of Unfair Competition and Are a Vendible

Species of Property.

They embrace the right to exclude others from the

unauthorized use of the names of the fictitious characters

in sequels or other stories.

Where an author is not shown to have divested himself

of character rights, the courts will affirmatively protect

him in the use of named characters originated by and

identified with him. In the leading case of Fisher v. Star

Company, 231 N. Y. 414 (1921), the cartoonist who

originated and first used the cartoon characters and names

of "Mutt and Jeff" was granted an injunction restraining

the publisher who had thereafter published his "Mutt and

Jeff" cartoons pursuant to an employment agreement with

him, from publishing after the termination of that agree-

ment "Mutt and Jeff" cartoons drawn by another. The

Court there stated:

"the grotesque figures in respondent's cartoons, as

well as the names 'Mutt' and ']ef^' applied to them

have in consequence of the way in which they have



been exploited by the respondent and the appearance

and assumed characters of the imaginary figures

have been maintained, acquired a meaning apart from

their primary meaning, which is known as a secondary

meaning. The secondary meaning that is appHcable

to the figures and the names is that respondent ori-

ginated them and that his genius pervades all that

they appear to do or say" (pp. 431-432).

"It also appears from the findings of fact that the

respondent is the owner of the property right existing

in the characters represented in such figures and

names. They are of his creation. They were pub-

lished and became well known as distinct characters

before the contract was made with the appellant"

(p. 432).

"While the contract with appellant contemplated

that the respondent should draw cartoons in the

form of comic strips in which he would use the

figures known as 'Mutt' and 'J^^' ^^^ the names

connected therewith as he had done prior to such

contract, it did not purport to sell to appellant his

property rights then existing or which might be

acquired thereafter" (p. 432).

"* * * The figures and names have been so con-

nected with the respondent as their originator or

author, that the use by another of new cartoons ex-

ploiting the characters 'Mutt' and 'Jefif' would be

unfair to the public and to the plaintiff" (p. 433).

That case held that the rights in the names and char-

acters were not protected by the author under any prin-

ciple of copyright, but instead on the theory of unfair

competition.

The latter doctrine was similarly invoked in a Mass-

achusetts case, Prouty v. National Broadcasting Co. Inc.,



26 Fed. Supp. 265 (D. C. Mass. 1939). In that case

the complaint of the author of the novel "Stella Dallas"

alleged that a radio series being broadcast by the defen-

dant under that title and purporting to depict the same

character as in plaintiff's book, contained such radical and

injurious departures from the basic work as to cause

damage to plaintiff by, among other things, imperiling

plaintiff's contemplated sequel to her work. It is evident

from the opinion in that case (plaintiff conceded that it

was not a copyright infringement claim) and shown by

the papers therein that the plaintiff did not question

the defendant's right or license to broadcast the series,

but rather attacked the content of those broadcasts, par-

ticularly the manner in which the character "Stella Dallas"

was depicted. The defendant's motion to dismiss the

complaint was denied.

The Prouty case indicates that at the behest of the

author character and sequel rights specifically will be pro-

tected against an improper usage by one ostensibly having

a license or right to their use. A fortiori, where parties

having no contractual relationship with the author use

the name and character originated by and identified with

him, the courts grant injunctive relief to the author or

creator under the doctrine of unfair competition.

Patten v. Superior Talking Pictures, Inc., 8 Fed.

Supp. 196 (S. D. N. Y. 1934), Coxe, D. J.;

Paramore v. Mack Sennett Inc., 9 F. 2d 66 (S. D.

Cal. 1925);

Gruelle v. Molly- Es Doll Outfitters, 94 F. 2d 173

(C. C. A. 3d 1937).

In the Patten and Paramore cases injunctive relief

was granted against motion picture producers even though
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their productions in question were based on stores entirely

different from the plaintiffs' works. In the Patten case

such protection was granted the author in respect of

the character "Frank Merriwell" who was the subject

of numerous published stories by him. Obviously the

author would still have been protected as to the character

rights even if he had sold one of his stories to a third

party. In the Paramore case the character protected,

"Yukon Jake", had appeared only in one published poem

of the author.

Consonant with the legal protection accorded character

rights under the doctrine of unfair competition is their

vendibility today. These rights are bought and sold

as wares in the literary market. They possess especially

great value in the fields of radio, television and motion

pictures where the "characters" may be brought to life

with sound and sight. As was stated in Johnston v.

Twentieth Century-Fox Film Corp., 82 Cal. App. 2d

796, 818 (D. C. App. Cal. 1947)

:

"We should be realistic. It is common knowledge

that since the advent of motion pictures—and par-

ticularly since the advent of radio—titles, names,

slogans, catch-phrases and the like have become of

great value. Agreements for their use in particular

fields are common. Large sums are paid for their

use in advertising" (p. 141).

2. The Author Is Not Deprived of Such Rights by a Pub-

lication or Statutory Copyrighting of the Work Contain-

ing the Characters.

The belabored argument by Warner, that because "The

Maltese Falcon" had been published and was under

statutory copyright at the time of the execution of the

Warner agreement in 1930, it would necessarily follow
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that the character rights in issue had been transmuted

from a common law copyright status to a statutory copy-

right one, and that as a matter of copyright these were

therefore necessarily comprehended in the assignment

of copyright rights to it, is fallacious. While it is un-

doubtedly true that the character rights originating with

an author would be protectible as a matter of common

law under a doctrine of or akin to unfair competition, it

does not follow that such character rights are encom-

passed under copyright whether a common law or statu-

tory one. Common law copyright is the right to control

the first publication and other use of the unpublished

work.

Palmer v. De Witt, A7 N. Y. 532 (1872);

Ferris v. Frohman, 223 U. S. 424 (1912).

There are various rights or incidents of authorship at

common law apart from those embraced by the common

law copyright, which inure to the author of a work.

For example, ascribing to one author a work written by

another would be actionable.

Clemens v. Press Pub. Co., 67 Misc. 183, 122 N. Y.

Supp. 206, 208 (1910);

Packard v. Fox Film Corp., 207 App. Div. 311,

202 N. Y. Supp. 164 (1923).

The extinction by publication of the common law copy-

right and the substitution therefor, following a qualify-

ing publication, of the statutory one, would have no effect

upon such rights which fall without the technical common
law copyright. Thus the author possessed of such char-

acter rights at common law does not lose them upon pub-

lication in favor of another who is invested by him with

the statutory copyright of the work. The protection
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aflforded interests or incidents of authorship apart from

ordinary copyright rights by the great body of non-statu-

tory or so-called "common" law, does not vanish upon

publication not intended to dedicate such interests.

Applying this reasoning, the Supreme Court stated in

the celebrated case of International News Service v. Asso-

ciated Press, 248 U. S. 215 (1918)

:

"The contention that the news is abandoned to the

public for all purposes when published in the first

newspaper is untenable. Abandonment is a question

of intent * * * " (p. 240).

In the recent case of Metropolitan Opera Ass'n v.

Wagner-Nichols R. Corp., 199 Misc. 786, 101 N. Y. S.

2d 483, 494, 495 (1950); aff'd 279 App. Div. 632,

107 N. Y. S. 2d 797 (1951), the New York Court stated:

"* * * The publication in this case is certainly

no wider nor more unlimited than the publication of

news in Associated Press member newspapers and

bulletins which was held by the Supreme Court of

the United States to constitute limited publication.

"Rights of a similar nature have been repeatedly

recognized and upheld by the courts. As had been

stated before, the doctrine is a broad and flexible one.

It has allowed the courts to keep pace with constantly

changing technological and economic aspects so as

to reach just and realistic results."

Thus, not only did publication and copyrighting of "The

Maltese Falcon" fail to divest the author of his inchoate

"character" rights stemming from his creation, but indeed

any such "publication" in association with his name served

to perfect such rights in him. Such publication is a form

of user, which establishes the secondary meaning or sig-
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nificance in the public mind that the characters are the

creations of the author. Thus, contrary to divesting, it

is the sine qua non to the vesting of such rights in the

author.

Fisher v. Star Company, 231 N. Y. 414, 431-433

(1921).

See also

Star Co. V. Wheeler Syndicate, Inc., 91 Misc. 640,

155 N. Y. Supp. 782 (1915);

Star Co. V. Wheeler Syndicate, Inc., 160 N. Y.

Supp. 689 (1916).

3. The 1928 Knopf Contract Did Not Divest the Author of

Such Rights.

Whatever rights Warner may claim herein can derive

only from the 1930 agreement between Warner on the one

hand and Knopf and Hammett styled as "Owners" on the

other. This poses a question of contract construction to

determine or impute the intent of the parties as to what

Warner acquired. In resolving that question of intent

as to what Warner acquired our primary focus is upon

that 1930 instrument. Insofar as we shift our sights to

the 1928 contract between Knopf and the author we need

observe that such 1928 document can be of significance

only in respect of what rights Hammett may have divested

himself in favor of Knopf and not in regard to what

rights Warner may have later acquired from Hammett

or Knopf in 1930. The 1928 Knopf contract not only

omits mention of any of the rights as to characters which

Warner would need to sustain this action, but expressly

restricts the grant to the copyright rights in the work as

there enumerated [Tr. p. 491]. Thus Hammett could

no more have divested himself of character rights in favor
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of Knopf in the 1928 agreement than he did in favor of

Warner under the 1930 agreement. Knopf's apparent

acquiescence to the publication of the later Sam Spade

stories by others confirms this conclusion.

4. Warner Did Not Acquire Such Rights Under Its 1930

Contract.

We have demonstrated that the author's character

rights were not impaired by the 1928 Knopf contract or

anything which transpired prior to the 1930 Warner

agreement. We now consider the effect of the latter docu-

ment on such rights.

(a) Both the content of that document as well as its

definition of its subject matter [Tr. p. 37, i.e., the word

"writings" is used for "that certain story . . . entitled

'Maltese Falcon' written by the said Dashiell Hammett"),

limit that contract to the story "The Maltese Falcon."

Notwithstanding their great value, the agreement is

conspicuously silent about and shows no sale, grant or

disposition concerning character, name, sequel or continua-

tion rights in relation to "Sam Spade" or other char-

acters and in fact nowhere mentions the name of any

character. Indeed, the outer limits of what the plaintiff

acquired in connection with the story "The Maltese

Falcon" are set forth in paragraph 12 of the agreement.

That paragraph in effect provides that plaintiff's granted

rights as to motion pictures, radio and television in the

story "The Maltese Falcon" also apply to any arrange-

ment, revision or reissue or other versions of said work

which the grantors may bring out or sanction. In other

words, even this extension is limited at best to versions

of the original "The Maltese Falcon" story and does not

purport to grant rights beyond and apart from the basic

"The Maltese Falcon" story.
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Paragraph 1(d) of that contract which essentially gives

Warner the right to change and adapt "The Maltese Fal-

con" does not, as Warner evidently contends, permit the

breaking up of the work to make entirely different stories

with the same characters (Br,, p. 36).

Thus, where a motion picture producer acquired the

right to produce a motion picture from a story and the

right "to elaborate on said story, with addition of char-

acters, etc., however needed," it was held that the right

of elaboration would not justify the substitution of a story

different from the original one, stating:

"And now as to what is acquired when one pro-

cures the right to elaborate upon an original story.

Upon this much need not be said. I take it that,

while scenery, action, and characters may be added

to an original story, and even supplant subordinate

portions thereof, there is an obligation upon the

elaborator to retain and give appropriate expression

to the theme, thought, and main action of that which

was originally written. The unqualified grant of this

right is, I should say, fraught with danger to a

writer of standing, particularly when he inserts no

provision for his approval of such elaboration as

may be made. Nevertheless, elaboration of a story

means something other than that the same should be

discarded, and its title and authorship applied to a

wholly dissimilar tale." (Curwood v. Affiliated Dis-

tributors, Inc., et al, 283 Fed. 219, 222, (S. D. N. Y,

1922), Knox, D. J.)

The clause there construed as not permitting substitu-

tion of a different story is similar to the provision 1(d)

of the 1930 Warner contract. Such provisions, therefore,

would furnish no right to the plaintiff in connection with
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the characters of "The Maltese Falcon" excepting their

use as a part of the original "Maltese Falcon" story or a

version thereof.

(b) That the contractual gap or silence with respect to

characters signified affirmatively an intention to exclude

them from Warner's contract is further apparent from the

circumstances surrounding the contract, including (1)

the open and notorious custom in the detective and mys-

tery story field of the author using the same characters

in later and dififerent stories—a judicially noticeable fact

since a common and familiar characteristic of a well known

branch of literature. 31 C. J. S. 651, Sec. 70; and (2)

the numerous, detailed, technical provisions meticulously

specifying, defining and regulating the various rights

which were transferred to Warner. (Those various rights

in so far as they exist under copyrights relate, of course,

to the "writings," "The Maltese Falcon," and not to the

characters therein. Defendant's brief repeatedly begs the

question by assuming that such copyright rights in genus

or species apply also the characters. [Br., pp. 29, 30].

As previously shown, ownership rights as to named char-

acters are a species of property apart from and without

the orbit of copyright).

In view of this custom it is scarcely conceivable that

parties intending a disposition of character, sequel, con-

tinuation or other similar rights would not make express

provision therefor. And when it is further borne in mind

that Warner was a wide and experienced user and dealer

in literary properties and prepared the very contract in

suit, the conclusion is utterly inescapable that no rights

in connection with characters were being transferred apart

from and beyond the use of characters in connection with

the basic story sold.
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Indeed, unless Warner, on the theory that the omission

in the contract creates an ambiguity, can invoke rules of

construction or otherwise interpolate provisions in its

favor, it must stand as devoid of these rights. Such rules

of construction as apply, however, confirm that no char-

acter rights were transferred to Warner.

(c) An agreement, of course, is construed against the

party who prepared it.

M, O'Neil Supply Co., Inc. v. Petroleum Heat &
Power Co., Inc., 280 N. Y. 50 (1939) ;

Hunt V. United Bank & Trust Co., 210 Cal. 108,

116 (1930);

Segar v. King Features Syndicate, Inc., 173 Misc.

1036, 19 N. Y. S. 2d 527 (N. Y. Sup. Ct. 1940)

;

aff'd 262 App. Div. 221, 28 N. Y. S. 2d 522;

aff'd 289 N. Y. 579 (1942).

(d) Furthermore where author contracts in particular

are involved, it is held that the clearest and most express

language would be required to divest an author of rights

not specifically conveyed. As stated by Judge Bondy in

Philipp V. Jerome H. Remick & Co., et al., (S. D. N. Y.,

Opinion No. 9,999, 1936)

:

"Such doubt as there is should be resolved in favor

of the composer. The clearest language is necessary

to divest the author of the fruits of his labor. Such

language is lacking here."

And similarly, as stated in Tobani v. Carl Fischer, Inc.,

263 App. Div. 503, 507, 33 N. Y. S. 2d 294, 299 (1942)

;

afif'd 289 N. Y. 727 (1942):

"The implied condition in the contract for which

Fischer contends could have been therein expressly

stated. Doubt, if any, occasioned by the omission
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should be resolved against it. As stated in Schu-

macher V. G. E. C. & I. Co., (197 N. Y. 48, 64),
'* * * it had the choice of language in stating

the contract' and so 'must be held to the rule common

in construing all contracts, by which the terms thereof

are construed strictly against the person whose lan-

guage is used in expressing it.'
"

The approach of the law in these matters has been

well summed up by Judge Seabury in Clemens v. Press

Publishing Co., 67 Misc. 183, 122 N. Y. Supp. 207, 208

(1910), supra;

"Even the matter of fact attitude of the law does

not require us to consider the sale of the rights to a

literary production in the same way that we would

consider the sale of a barrel of pork. Contracts are

to be so construed as to give effect to the intention

of the parties. The man who sells a barrel of pork

to another may pocket the purchase price and retain

no further interest in what becomes of the pork.

While an author may write to earn his living, and

may sell his literary productions, yet the purchaser,

in the absence of a contract which permits him so to

do, cannot make as free a use of them as he could of

the pork which he purchased."

Thus in construing an author's contract which granted

to the purchaser a totality of rights as well as all benefit,

profit and advantages from the work, it has nevertheless

been held that not every conceivable benefit would neces-

sarily flow to the purchaser under such an agreement.

"Although I have accepted plaintiff's contention

that by that instrument it acquired the totality of

rights and benefits which the defendant was able to

convey with respect to his play, nevertheless even
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this broad concept has its necessary boundaries."

{Selwyn & Co., Inc. v. Vciller, 43 Fed. Supp. 491

(S. D. N. Y. 1942), Rifkind, D. J.)

See also

Loeiv's Inc. v. Wolff, 101 Fed. Supp. 981 (So. Cal.

1951).

(e) Moreover, a resort to the applicable custom for the

resolution of such ambiguity further corroborates the

retention of character rights by the author. Supplement-

ing the unquestionable practice for almost a century of

mystery story writers using their characters throughout

many different stories [Sir Arthur Conan Doyle—Sher-

lock Holmes; Erie Stanley Gardner—Perry Mason, etc.,

etc., Tr. pp. 222-225], the Court additionally found that

there was

"a fixed custom and practice that, in the absence

of express agreement to the contrary, an assignment

of a copyright in this field of writing did not include

the right to the exclusive use of the characters por-

trayed in the copyrighted work, and the author cus-

tomarily retained so-called character, series and sequel

rights in the copyrighted work." [Tr. pp. 105-106].

Such second custom would inevitably follow from the

first. One expert witness who developed proof of this

custom was a publisher's representative, widely exper-

ienced with practices in detective literature [Tr. pp. 228-

244]. His testimony was highlighted by his production

of a published announcement of Doubleday and Company

that a mystery story writer whose stories had formerly

been published by another firm was now to have his latest

story featuring the same character published by Doubleday

and Company [Tr. p. 244]. Particularly pertinent illus-
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trations of such custom may be deduced from the open

and notorious pubHcation of the three later Sam Spade

stories without objection from the plaintiffs who were

aware thereof [Tr. pp. 107, 108, 501].

Such custom would obviously be chargeable to Warner,

a large and important user and dealer in a field of litera-

ture to which it must resort for motion picture material.

It would be bound by such customs in the mother field of

literature.

Krstovic V. Van Bueren, 235 N. Y. 96, 138 N. E.

749 (1923);

Walls V. Bailey, 49 N. Y. 464, 476 (1872)

;

Smith V. Clews, 114 N. Y. 190 (1889)

;

Ermolief v. R. K. O. Radio Pictures, 19 Cal. 2d

543, 552 (1942).

(f) The subsequent conduct of the parties fortifies the

conclusion that the author retained the character rights.

As already noted Knopf, Warner's assignor and a party

to the Warner 1930 contract as well as its 1928 contract

with the author, at no time objected to the publication by

others of the later Sam Spade stories. Bearing in mind

that Knopf's position as the holder of publishing rights

of ''The Maltese Falcon" perfectly parallels that of War-

ner as the holder of the motion picture and other rights to

that work, it is evident that Knopf's apparent acquiescence

is a practical construction of the agreement that the author

retained his character rights in the various fields.

City of New York v. New York Citv Ry. Co., 193

N. Y. 543 (1908);

Brooklyn Public Library v. City of New York,

250 N. Y. 495 (1929^
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Warner had indicated a like interpretation even prior

to the pubhcation of those Spade stories. Within the

year following the 1930 contract Darryl Zanuck, then of

Warner, believing that another detective story submitted

by the author contained the "same character" of ''The

Maltese Falcon" (Sam Spade) but finding the story other-

wise unsatisfactory, rejected the story and returned it to

the author for his free disposition even though Warner

had already paid the author ten thousand ($10,000.00)

dollars out of the total purchase price of fifteen thousand

($15,000.00) dollars for the story [Ex. 2, Tr. pp. 195,

202, 203, 206, 207]. This interpretation itself is, of

course, not affected by the fact that Zanuck may have

been mistaken in his belief as to the presence of the same

character in the rejected story.

The time interval—approaching two years—between

the inception of the regular weekly publicized transcon-

tinental broadcasts and Warner's notices of claim and

filing of suit are also significant as to practical construc-

tion—Warner's original conception of its rights. We do

not upon this appeal urge (as we did below) any estoppel

or laches from such unusual delay inasmuch as the Court

saw no need to pass upon such defenses because of the

determination in appellees' favor upon the merits [Tr. p.

Ill, Finding XXIV].

As a closing comment here, we may note parenthetical-

ly that it is not without significance that Warner paid only

eight thousand five hundred ($8,500.00) dollars for the

specific rights granted in "The Maltese Falcon" by the

1930 agreement. The additional character rights alone

which it now asserts are undoubtedly worth many times

that sum [Tr. pp. 43, 226].
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POINT II.

There Was No Copyright Infringement.

Since the author retained character rights it must in-

evitably follow that at the very least he had the right

to apply the names of the characters to figures purporting

to be the same as the prior fictional characters and to

state or assume the fact of (a) the geographical locale

—

San Francisco (b) an office there and (c) the positions

or relationships—a private detective, his secretary, his

police department acquaintances or figures. Beyond the

usage in the broadcasts of those several facts (Warner

points to no others in its Brief, p. 40) essentially proper

names, obviously within the purview of the author's char-

acter rights, there appears no further connection between

the broadcasts and the story 'The Maltese Falcon."

There is no showing that any text or ''expression" of

"The Maltese Falcon," whether of dialogue, specific

dramatic incidents or descriptive matter, has been actually

or colorably copied in the content or scripts of the radio

programs. Even the plaintifif's self-servingly strongest

script fails to support the argued appropriation (Br. pp.

8, 39).

If we assume, as we may, that the author's character

rights will not permit him to indulge in such textual

appropriation of the copyrighted work, Warner still fails

to sustain a claim for copyright infringement. Whether

such text comprises words or lines, as in the case of

cartoons, it is only the text or "expression" of the copy-

righted work which is protected.

Becker v. Loezv's, Inc., 133 F. 2d 889 (C. C. A.

7th, 1943), cert, den., 319 U. S. 772 (1943),

rehear, den., 32 U. S. 811 (1943);

Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.

2d 49, 54 (C. C A. 2d, 1936);



—23—

Detective Comics, Inc. v. Bruns Publications, Inc.,

Ill F. 2d 432 (C C. A. 2d, 1940).

Such text or expression as fully develops or delineates

in detail a character by describing the character or his

acts or setting forth his dialogue would be protected

against copying as any other text or expression of a copy-

righted work. Only that is meant and no more in saying

that a character may be protected under copyright when

it is fully developed or delineated in detail.

The analysis is scarcely aided by plaintiff's argument

that "the conveyance of the same impression or image"

is protected (Br. p. 45). The same text or expression

may convey different impressions or images to different

persons. The test could not be so vague and varying.

The focus must therefore necessarily be the text or ex-

pression which is immutable and the source of whatever

impressions or images are conveyed to anyone. In any

event, there is no showing here of a conveyance through

the radio programs or their scripts of the same images

or impressions as derived from "The Maltese Falcon."

Apart from a few common facts comprising essentially

proper names there is only an idea similarity in that a

general and fairly common type of private detective {e. g.,

shrewd, resourceful, tough, hard-hitting and realistic)

is employed in typical mystery stories.

In saying that appellees conceded that the same char-

acters were used in the broadcasts as had appeared in

"The Maltese Falcon" (Br. p. Z7), plaintiff can refer

only to a concession that the broadcast figures appeared

under the same names as and purported to be the prior

fictional 'figures of "The Maltese Falcon"—not to a

concession that textual material had been appropriated

[Tr. pp. 300, 305, 309].



—24—

The name, essentially Sam Spade, represented the chief

value of what the several appellees acquired from the

author. The author even limited his warranties to such

name and title [Tr. p. 53]. The general character type

or characterization represented no property and was in

the public domain. Otherwise, were it conceived to be

textual, Warner would have valid claims against the

numerous earlier radio users of this type of detective

character [Tr. p. 299, Br. p. 47].

Nichols V. Universal Pictures Corp., 45 F. 2d 119

(C. C. A. 2d 1930), cited by plaintiff (Br. p. 41) does

not concern the situation at bar. There, the plaintiff-

author charged a comprehensive plagiarism of her play

"Abie's Irish Rose" by the defendant's motion picture

entitled "The Cohens and The Kellys." The Court, after

making an overall detailed comparison of both plays, con-

cluded in part as to characters that no plagiarism existed

because it could not perceive that any detailed literary

expression or development of the plaintiff's characters

had been appropriated in the defendant's work through

a copying of such detailed literary expression or develop-

ment into the defendant's characters.

The Court found that the defendant permissibly had

merely employed the same general types. Obviously the

Court, in its dictum quoted by appellant (p. 121 of case)

was not addressing itself to a situation involving in its

essence the use af the same named figure, but was rather

dealing with an ordinary copyright plagiarism problem of

whether an alleged plagiarist had appropriated actually

or colorably a substantial portion of the plaintiff's literary

text.

That the Court conceived the copyright question as one

limited to textual appropriation is made doubly clear by a
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later decision of the same Court citing the Nichols case,

Detective Comics, Inc. v. Bruns Publications, Inc., 1 1 1 F.

2d 432 (C. C. A. 2d 1940), supra. It was there held

that the cartoon character "Superman" portrayed in the

plaintiff's copyrighted comic magazine was protected by

copyright against the defendant's copying only insofar as

the defendant has "appropriated the pictorial and literary

details embodied in the complainant's copyrights" or only

in "so far as the pictorial representations and verbal

descriptions of 'Superman' are not a mere delineation

of a benevolent Hercules, but embody an arrangement

of incidents and literary expressions original with the

author . . ."

In this respect, that case is similar to Hill v. Whalen

& Martell, Inc., 220 Fed. 359 (D. C. S. D. N. Y. 1914),

also cited by plaintiff (Br. p. 44). There, the plaintiff

was the exclusive licensee from the author-artist to the

dramatic rights of the Mutt and Jeff cartoon series.

These were copyrighted cartoons purporting "to show

the features of two imaginary individuals to whom the

artist has given the names of 'Mutt' and 'J^^'-" The

defendant, a total stranger to the property, deliberately

introduced two such figures under substantially similar

names and appearance and using literally or substantially

the same dialogue in its dramatic presentation. This

was held enjoinable injury to the copyrights involved.

So too the cases of King Features v. Fleischer, 299

Fed. 533 (C. C. A. 2d 1924) and Fleischer v. Freundlich,

73 F. 2d 276 (C. C. A. 2d 1934), cited by plaintiff

(Br. p. 44), involve textual copying. The drawings or

lines or physical appearances of the plaintiff's cartoon

figures were unauthorizedly simulated in the defendant's

dolls.
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POINT III.

There Was No Unfair Competition.

1. If the Author Retained the Right to the Use of His

Characters in the Radio Programs, the Other Facts and

Circumstances in Connection With Such Radio Use Can-

not Possibly Spell Out a Valid Claim of Unfair Com-

petition.

We have previously indicated that the use of the names

themselves would go along with the author's use of his

characters. Certainly such character names are associated

in the public mind with the name of the author. Neither

the publisher nor motion picture producer establishes

any secondary meaning in such character names in relation

to itself. Unlike the ordinary business trade name,

characters remain associated with their author. Sherlock

Holmes signifies Arthur Conan Doyle; Tarzan, Edgar

Rice Burroughs; Parry Mason, Erie Stanley Gardner;

Scrooge, Dickens, etc. The exploitation by plaintiffs

and others of "The Maltese Falcon" and other Sam

Spade Stories as the works of the author accentuated

the author's relationship to his characters, an accepted

public association deriving from the intrinsic merit of

the author's works and his fame and prestige [Tr. pp.

184-186].

Fisher v. Star, supra;

Star Co. V. Wheeler Syndicate, supra;

Paramore v. Mack Sennett, supra;

Outcault V. Lamar, 135 App. Div. 110, 119 N. Y.

Supp. 930 (1909).
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Indeed, were such association or secondary significance

found in favor of a publisher or producer there would

be as many unfair competition claimants in a given situa-

tion as there were equally authorized publishers and pro-

ducers of the different works employing the same char-

acter. Such conclusion is the logical absurdity of the

fallacious premise.

The other facts and circumstances relied upon by

Warner in the claim for unfair competition are the

program acknowledgments and passing references to "The

Maltese Falcon"; the imitation to some extent of the

speech characteristics of three actors; and the confused

impression by one columnist that Hammett was actually

writing the radio series. [Br. pp. 10, 52, 54-56; Tr. pp.

110-111, 502, 508]. These acts related to only one pro-

gram, "The Kandy Tooth", a conceded sequel to "The

Maltese Falcon" [Tr. pp. 396 et seq.; 397-401, 444-446;

520, Ex. 6]. Taken singly or together these facts denote

nothing "unfair" or disadvantageous to Warner. To

the contrary, the program acknowledgments represented

an open and gracious tribute to "The Maltese Falcon"

in connection with the broadcast of a sequel thereto.

There w^ould have been a question of at least ethics had

such acknowledgment not been rendered. Further, some

passing reference to the events of "The Maltese Falcon"

could hardly have been avoided in a sequel. Some simi-

larity of voice was also inevitable as to the three character

types expected to speak with certain speech character-

istics. Such voice similarity would not be actionable.
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(Bloom & Hamlin v. Nixon, US Fed. 977, 978 (E. D.

Pa. 1903); Chappell & Co. v. Fields, 210 Fed. 864, 865

(C. C. A. 2d 1914) ; Harold Lloyd Corp. v. Witwer, 65

R 2d 1, 22 (C. C. A. 9th 1933). And the confused

columnist who corrected himself in a later article [Tr. p.

508], evidently wrote without listening to the entire pro-

gram; or else he would have heard the writer credit an-

nouncements at the end [Tr. pp. 444-446] which actually

gave the names of the radio writers (Hammett not being

among these).

2. There Is No Covenant or Restriction Which Forbids

the Instant Exercise of Character Rights by the Author.

If the 1930 Warner contract as enforced by custom

preserves character rights for the author, it is not con-

ceivable how the exploitation herein by the appellees of

such character rights violates any duty owed by the author

to Warner. The contractual provision, express in this

case but which otherwise would be implied, to refrain

from "impairing the rights herein conveyed" cannot apply

to character rights because these were not conveyed.

That provision or covenant refers to Warner's specified

rights in the story, "The Maltese Falcon." It poses

no servitude against other stories in which the author

has his characters appear. Warner has no rights

with respect to such other stories and cannot even create

or present other different stories using the same char-

acters.

See:

Curwood V. Affiliated Distributors, supra.
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Cases involving negative covenants between parties

dealing with the same story or work are not applicable.

Such cases as Maimers v. Morosco, 252 U. S. 317 (1920),

and Harper Bros. v. Klaw, 232 Fed. 609 (S. D. N. Y.

1916), cited by plaintiff (Br. p. 58), involve uses of

separate copyright estates in the same work by competing

parties, typically a play versus a motion picture of the

same work. See Underhill v. Schenck, 238 N. Y. 7

(1924), at page 15.

In Uproar v. National Broadcasting Co., 81 F. 2d

2>72i (C. C. A. 1st 1936), the owner of the literary prop-

erty in certain radio scripts had furnished and licensed

their radio use to an advertiser. Thereafter he arranged

for their publication and sale. The Court found the

form of publication of those scripts, associated with the

radio advertiser, to be "cheap and flashy" and to be

hurtful to its advertising. It accordingly enjoined such

injurious interference "with the benefits which (the

advertiser) might derive from its advertising under its

contracts with (the owner of the Hterary property)."

Obviously, such a negative covenant will not be applied

where different works or stories are involved—even if

the same common characters are employed. {Fischer v.

Hill, 212 App. Div. 646, 209 N. Y. Supp. 369, 370

(1925).)

See

Kirke LaShelle Co. v. Paul Armstrong Co., 263

N. Y. 79 (1933) at page 88.
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Nor will such a covenant be invoked today when it

would have been a simple matter for a party to have in-

corporated express provisions in the contract involved.

Quader-Kino A. G. v. Nehenzal, 35 Cal. 2d 287,

293-295, (1950).

Furthemore, Warner's pique over its failure to procure

a one thousand ($1,000.00) dollar radio license fee for

"The Maltese Falcon" hardly shows any tendency of the

radio series to damage its rights. Contrarily, it would

seem that the Spade radio series stimulated the inquiry

for a possible Maltese Falcon broadcast. Rejection fol-

lowed because the Warner price quotation was excessive.

That the radio program selected in its stead on the "Sus-

pense" series was another Sam Spade adventure was only

coincidental. It could have been, as customary, any other

suspense type of story without the figure Sam Spade [Tr.

pp. 445, 446]. Nor can one perceive any tendency of the

radio series to otherwise harm Warner's motion pictures

of "The Maltese Falcon." The reverse would seem to be

true.

See

Hazard v. Columbia Broadcasting System Inc., 150

F. 2d 852 (C. C. A. 9th 1945).

I
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POINT IV.

The Declaratory Judgment Is Necessary and Proper.

The declaratory relief granted [Tr. p. 116] sanctions

the use by the author of his characters in stories other

than "The Maltese Falcon." It need not and does not

adjudicate that any such other story which effects a tex-

tual appropriation of "The Maltese Falcon" will not

violate Warner's rights. To so provide would be obvi-

ously redundant.

Such decree is necessary because of the persistence of

Warner's claim to the character rights [Findings XXiV

to XXiVII, Tr. pp. HI, 112; Concl. II, Tr. p. 113]. It

is in no sense hypothetical. It determines a practical busi-

ness question arising from contract on a subject matter,

character rights, of great value.

See

Johnston v. Twentieth Century-Fox Film Corp.,

supra.

The Court of Appeal for the Second Circuit (Hammett

V. Warner Bros., 166 F. 2d 145 (1949)) did not decline

to grant such relief for reasons of impracticability. In-

stead, it upheld the rejection of jurisdiction in that action

because on the one hand "only a part of the controversy

could be settled" by the form of action there, while on

the other hand this prior and pending California action,

as evidenced by Warner's complaint, encompassed "all

I the facts, all the parties and all the issues" (p. 152). It

is true as the plaintiff's quotation shows, that the Court
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did speculate on the feasibility in the New York action of

the particular form of relief there requested. It did not,

however, purport to be passing upon any question of prac-

ticability apart from the New York action. Rather it

indicated that such feasibility would not exist where

the grant of requested rehef would result in a piecemeal

determination of issues by different forums. Thus, fol-

lowing the Warner's quotation it stated:

"These factors weigh heavily against the granting

of a declaratory judgment based on a consideration of

only a part of the controversy despite the undoubtedly

great desirability to Hammett of an early clarification

of his rights in the controversy over the broadcasts.

They are especially significant when his dispute is

with Warner rather than with his other assignees"

(p. 150).

and later, addressing itself to the argument that the

California Court might not determine the issue posed in

the declaration sought, it stated:

"And in the present case we think it sufficient

answer to this objection that the issue is raised by

the pleadings in the California action and that,

although a possibility exists that it may not be de-

cided, its decision is very likely especially in prop-

erly determining the factors to be considered in

computing the damages under the rule of Sheldon

V. Metro-Goldwyn Pictures Corp., 2 Cir., 106 F. 2d

45, should the question be reached, and it may he

made certain if the appellant here counterclaims for a

declaration" (italics ours) (p. 151).

Finally, and to dispel any doubt that it might be possible

at the proper time and with all the facts before it to enter
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a decree adjudicating the questions raised by Hammett, it

stated

:

"With all the facts, all the parties, and all the

issues before a single court, it might be possible to

enter a decree which would in a useful way determine

the issues here raised by Hammett" (p. 152).

Accordingly, the counterclaim at bar was thereafter

interposed in defendant Hammett's pleading in this action.

Paragraphs 43, 44 and 45 [Tr. pp. 33, 34] thereof

clearly allege that defendant Hammett seeks to adjudicate

Warner's written claim of May 13, 1948, that it controls

the name and character "Sam Spade." Paragraph 46

[Tr. pp. 34, 35], which was not contained in Hammett's

New York pleading shows that Hammett intends to ex-

ploit such rights in motion pictures and television not-

withstanding Warner's express claim in such fields so

that, unless determined by a declaratory judgment, the

controversy upon the merits between Hammett and War-

ner Bros, will necessarily persist in the various fields.

As was stated by Justice Douglas in Hecht Co. v.

Bowles, 321 U. S. 321, 329 (1944)

:

"The essence of equity jurisdiction has been the

power of the Chancellor to do equity and to mould

each decree to the necessities of the particular case.

Flexibility rather than rigidity has distinguished it."

Respectfully submitted,

Zissu & Marcus,

Attorneys for Appellee, Dashiell Hammett.

Leonard Zissu,

Abraham Marcus,

Of Counsel




